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potential infringer.
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Why patent?

- A patent is an exclusion right, preventing others from entering the 
domain of the patent, effectively creating a monopoly.

- You don’t need a degree in economics to know that it is possible to 
charge higher prices in a monopoly market than in a shared market. ☺

- This is especially pronounced for products requiring regulatory approval!
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Legal monopoly vs. market monopoly
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Scope of patent (legal monopoly)
based on today’s market The “market” today

The “market” tomorrow

Scope of patent based on today’s
and tomorrow’s market



Lifecycle management
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Scope of original patent (”basic patent”)
based on the market on the filing date

The “market” on the filing date

The “market” five years later

Scope of patent filed five 
years later



G 2/08 – Pure lifecycle management

- Claim 1 of the pending application:

The use of nicotinic acid […] for the manufacture of a medicament for 
use in the treatment by oral administration once per day prior to 
sleep of hyperlipidemia […]

- Only dosage regime was new!
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Article 54(5) EPC

- (5) Paragraphs 2 and 3 shall also not exclude the patentability of any 
substance or composition referred to in paragraph 4 for any specific 
use in a method referred to in Article 53(c), provided that such use is 
not comprised in the state of the art.
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G 2/08 (cont.)

- Questions referred to the Enlarged Board:

1. Where it is already known to use a particular medicament to treat a 
particular illness, can this known medicament be patented under the 
provisions of Art. 53(c) and 54(5) EPC 2000 for use in a different, new 
and inventive treatment by therapy of the same illness?

2. If the answer to question 1 is yes, is such patenting also possible 
where the only novel feature of the treatment is a new and inventive 
dosage regime?

3. Are any special considerations applicable when interpreting and 
applying Art. 53(c) and 54(5) EPC 2000?
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G 2/08 (cont.)

- Answers:

1. Where it is already known to use a medicament to treat an illness, 
Art. 54(5) does not exclude that this medicament be patented for use in 
a different treatment by therapy of the same illness.

2. Such patenting is also not excluded where a dosage regime is the only 
feature claimed which is not comprised in the state of the art.

3. Where the subject matter of a claim is rendered novel only by a new 
therapeutic use of a medicament, such claim may no longer have the 
format of a so called Swiss-type claim as instituted by decision G 5/83.
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Amicus briefs

- Some amicus curiae briefs were filed stating that physicians and
pharmacists should not be impeded by “small” inventions not related to 
treatment of new diseases/indications.
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Pharmaceutical Sector Inquiry

- In 2008-2009 the EU Comission carried out its so-called Pharmaceutical 
Sector Inquiry. The final report discusses how originator companies 
protect their most valuable products by “patent clusters” – up to 100 
patents per active ingredient.

- The originator companies and the Comission alike referred to “primary”
and “secondary” patents, the latter concerning formulations, processes 
for preparation, new salts, new medical uses, new polymorphs etc.

- The secondary patents constitute 87% of the patents according to the 
report.

- The report criticizes the use of the “clusters”, but at the same time 
acknowledges that secondary patents are most of the time justified.
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Reasoning of G 2/08

- Reason 6.3:

- The Enlarged Board of Appeal does not ignore the concerns with respect 
to undue prolongations of patent rights potentially resulting from patent 
protection for claims purporting to derive their novelty and inventive 
step only from a not hitherto so defined dosage regime for treatment by 
therapy of an illness already treated by the same drug…

- To me, a clear reference to the Sector Inquiry.
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Reason 6.3

- …Therefore, it is important to stress that, beyond the legal fiction of 
Article 54(5) EPC, for the assessment of novelty and inventive step of a 
claim in which the only novel feature would be the dosage regime, the 
whole body of jurisprudence relating to the assessment of novelty and 
inventive step generally also applies. 

In particular, the claimed definition of the dosage regime must therefore 
not only be verbally different from what was described in the state of the 
art but also reflect a different technical teaching.
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Conclusions on G 2/08

- It does not matter if your invention is “small” or “incremental” as long as 
it is novel and inventive.

- I do not see why this conclusion should be restricted to the field of 
pharmaceutical patents.

- In my opinion, applicants (in any field) should keep this in mind when 
reviewing their “small” inventions.
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National case law in view of G 2/08

- National judgments based on dosage regimes have been issued in 
Germany, England and France in Actavis v. Merck.

- In Germany and England it was found that dosage regimes are
patentable (if new and inventive). 

- In France it was found that they are not!

- Interestingly, the French decision came after both the German and 
English decisions, as well as after G 2/08!
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35 U.S.C. 112 Specification

- The specification shall contain a written description of the invention, 
and of the manner and process of making and using it, in such full, 
clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to 
make and use the same, and shall set forth the best mode contemplated 
by the inventor of carrying out his invention.
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Ariad v. Lilly – Federal Circuit en banc

- The Federal Circuit had in its original three-judge composition found that 
Ariad’s claims lacked a written description.

- Upon rehearing the case en banc, the Federal Circuit reviewed whether 
35 U.S.C. 112 contains a written description requirement separate from 
the enablement requirement.

- One of the asserted claims states:

80. A method for modifying effects of external influences on a eukaryotic 
cell,[…] wherein reducing NF-κB activity comprises reducing binding of 
NF-κB to NF-κB recognition sites […]

- A fairly broad functional claim…
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Ariad v. Lilly

- It was found that the two requirements are separate.

- The judgment states that the specification must demonstrate that the 
inventor was in possession of the invention on the filing date to comply 
with the written description requirement.

- It was found that the application as filed did not reasonably disclose all 
the molecules capable of carrying out the claimed method and that the 
claimed method therefore lacked written description.

- The patent was therefore found invalid.
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Ariad v. Lilly

- On the difference between written description and enablement, the 
Federal Circuit states:

- Perhaps there is little difference in some fields between describing an 
invention and enabling one to make and use it, but that is not always 
true of certain inventions, including chemical and chemical-like 
inventions. Thus, although written description and enablement often rise 
and fall together, requiring a written description of the invention plays a 
vital role in curtailing claims that do not require undue experimentation 
to make and use, and thus satisfy enablement, but that have not been 
invented, and thus cannot be described. For example, a propyl or butyl 
compound may be made by a process analogous to a disclosed methyl 
compound, but, in the absence of a statement that the inventor invented 
propyl and butyl compounds, such compounds have not been described 
and are not entitled to a patent. 
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T 1063/06 – Reach-through claims

- Another broad functional claim:

Claim 1 concerned the use of compounds for the manufacture of 
medicaments to treat cardiovascular diseases. However, the compounds 
were not defined in terms of their chemical structure, but solely in terms 
of their specific capability to stimulate the soluble guanylate cyclase 
independently of the heme group in the enzyme.

- The board referred to this as “a new kind of research tool also directed 
to future inventions”.

- The Ariad decision also referred to “research tools”.
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T 1063/06

- Headnote I (claims):

A formulation of a claim whereby functionally defined chemical 
compounds are to be found by means of a new kind of research tool 
using a screening method set out in the description constitutes a reach-
through claim which is also directed to future inventions based on the 
one now being disclosed. As the applicant is entitled to claim patent 
protection only for his actual contribution to the art, it is therefore 
both reasonable and imperative to limit the claim's subject-matter 
accordingly. Patent protection under the EPC is not designed for the 
purpose of reserving an unexplored field of research for a 
particular applicant, as reach-through claims do, but to protect factual 
results of successful research as a reward for making concrete technical 
results available to the public.

- Conclusion: lack of support in the description (Art. 84 EPC).
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T 1063/06

- Headnote II (sufficiency):

A functional definition of a chemical compound (in this case in a reach-
through claim) covers all compounds possessing the capability according 
to the claim. In the absence of any selection rule in the application in 
suit, the skilled person, without the possibility of having recourse to his 
common general knowledge, must resort to trial-and-error 
experimentation on arbitrarily selected chemical compounds to 
establish whether they possess the capability according to the claim; this 
represents for the skilled person an invitation to perform a research 
programme and thus an undue burden (following T 435/91).

- Conclusion: Lack of sufficient disclosure (Art. 83 EPC).
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Ariad and T 1063/06 – Summary 

- Both concern similar issues, namely whether the invention is adequately 
disclosed/supported by the specification.

- Ariad refused to address enablement since the patent had already been 
found invalid!

- T 1063/06 (fortunately) also addressed sufficiency of disclosure. Lack of 
support is not a ground for opposition.

- Common to both decisions is that if the applicant/patentee had been 
able to speculate correctly about the structure of the compounds capable 
of performing the claimed function, it would have served as a good 
fallback position (at least for written description/support).
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Post-published evidence

- T 1329/04:

In T 1329/04 the Board considered D3 as the closest prior art. D3 
disclosed the isolation of a new member of the so-called “TGF-β
superfamily”. Based on the closest prior art, the Board defined the 
objective problem to be solved as isolating a further member of the TGF-
β superfamily.

- The Board then analysed whether that problem had been plausibly
solved.

- Reasons 7-11 discussed that certain well-defined characteristics of 
polypeptides belonging to the TGF-β superfamily were known.
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T 1329/04

- A common structural feature of polypeptides belonging to the TGF-β
superfamily is that they contain seven cysteine residues. The polypeptide 
described in the application only contained six cysteine residues.

- It was also known that members of the TGF-β superfamily shared a high 
degree of sequence homology, typically in the range from 70-90%. The 
highest sequence homology between the polypeptide described in the 
application and a known member of the TGF-β superfamily was 34%.

- The application did not contain any functional characterisation of the 
claimed polypeptide rendering it likely that the claimed polypeptide 
actually was a new member of the TGF-β superfamily.
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T 1329/04

- The conclusion by the Board was that the claimed invention lacked 
inventive step because it did not solve the objective problem.

- Post-published evidence that the invention in fact did belong to the TGF-
β superfamily could not remedy this finding.

- It has been asserted by some (opponents) that T 1329/04 establishes a 
new jurisprudence, but Reason 12 states that post-published evidence 
may under the right circumstances be taken into account.

- T 1329/04, in my opinion, rather establishes that if your invention 
contradicts an established “prejudice” in the art, then you need to back 
it up with more than just speculation.
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Post-published evidence

- Both T 1336/04 and T 433/05 refer to T 1329/04 and state that 
circumstances are different from T 1329/04 and that in both cases the 
disclosure makes it plausible that the technical problem was solved on 
the relevant date.

- It would thus seem that T 1329/04 is a special, rather than general, case 
when it comes to using post-published evidence for demonstrating 
inventive step.

- “Plausibility” seems to be the standard to be met!

- It is also noteworthy that all three decisions are in the biotech field. I 
consider it much more likely that the issue from T 1329/04 will become 
relevant in future biotech cases than in other fields.
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(Re)formulating the technical problem

- Guidelines C-IV.11.5.2:

The objective technical problem derived in this way may not be what the 
applicant presented as "the problem" in his application. The latter may 
require reformulation, since the objective technical problem is based on 
objectively established facts, in particular appearing in the prior art 
revealed in the course of the proceedings, which may be different from 
the prior art of which the applicant was actually aware at the time the 
application was filed.
…
The extent to which such reformulation of the technical problem is 
possible has to be assessed on the merits of each particular case. As a 
matter of principle any effect provided by the invention may be used as 
a basis for the reformulation of the technical problem, as long as said 
effect is derivable from the application as filed
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(Re)formulating the technical problem

- Guidelines C-IV.11.11:

Care must be taken, however, whenever new effects in support of 
inventive step are referred to. Such new effects can only be taken into 
account if they are implied by or at least related to the technical problem 
initially suggested in the originally filed application

- Example:
The invention as filed relates to a pharmaceutical composition having a 
specific activity. At first sight, having regard to the relevant prior art, it 
would appear that there is a lack of inventive step. Subsequently, the 
applicant submits new evidence which shows that the claimed 
composition exhibits an unexpected advantage in terms of low toxicity. 
This case is allowable.
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(Re)formulating the technical problem

- Even if activity and toxicity of a pharmaceutical compound are related 
issues, does demonstration of the activity of a pharmaceutical compound 
make it plausible that it also has lower toxicity?

- Does the “plausibility criterion” only apply to the objective problem as 
originally defined in the application?

- Do we need further clarifying case law?
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Inventive step

- In Europe, as we have seen, inventive step is all about which problem 
you solve.

- Sometimes the closest prior art is not the one that has the most features 
in common with the invention.

- In examination and/or opposition, your first line of defense as a patentee 
starts with choosing the best closest prior art, because it has an 
influence on what the objective problem becomes.
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Obviousness

- In one word, the US approach to obviousness (seen from a European 
perspective) is: Frustrating!

- The frustration seems to originate in two factors: The USPTO’s focus on 
“quality patents” and the KSR v. Teleflex decision from the US Supreme 
Court in 2007.
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Obviousness (cont.)

- KSR identified the following rationales for a finding of obviousness:

- (1) Combining prior art elements according to known methods to yield
predictable results; 

- (2) simple substitution of one known element for another to obtain 
predictable results; 

- (3) use of a known technique to improve similar devices, methods, or 
products in the same way; 
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Obviousness (cont.)

- (4) applying a known technique to a known device, method, or product 
ready for improvement to yield predictable results; 

- (5) obvious to try— choosing from a finite number of identified, 
predictable solutions, with a reasonable expectation of success; 
and 

- (6) known work in one field of endeavor may prompt variations of it for 
use in either the same field or a different one based on design incentives 
or other market forces if the variations are predictable to one of 
ordinary skill in the art.
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MPEP KSR guidelines

Combining Prior Art Elements

In re Omeprazole Patent Litigation, 536 
F.3d 1361 (Fed. Cir. 2008).

Even where a general method that could have been applied to make the claimed 
product was known and within the level of skill of the ordinary artisan, the claim may 
nevertheless be nonobvious if the problem which had suggested use of the method 
had been previously unknown.

Crocs, Inc. v. U.S. Int'l Trade Comm'n., 
598 F.3d 1294 (Fed. Cir. 2010).

A claimed combination of prior art elements may be nonobvious where the prior art 
teaches away from the claimed combination and the combination yields more than 
predictable results.

Sundance, Inc. v. DeMonte Fabricating 
Ltd., 550 F.3d 1356 (Fed. Cir. 2008).

A claimed invention is likely to be obvious if it is a combination of known prior art 
elements that would reasonably have been expected to maintain their respective 
properties or functions after they have been combined.

Ecolab, Inc. v. FMC Corp., 569 F.3d 1335 
(Fed. Cir. 2009).

A combination of known elements would have been prima facie obvious if an 
ordinarily skilled artisan would have recognized an apparent reason to combine those 
elements and would have known how to do so.

Wyers v. Master Lock Co., No. 2009–
1412, —F.3d—, 2010 WL 2901839 (Fed. 
Cir. July 22, 2010).

The scope of analogous art is to be construed broadly and includes references that are 
reasonably pertinent to the problem that the inventor was trying to solve. Common 
sense may be used to support a legal conclusion of obviousness so long as it is 
explained with sufficient reasoning.

DePuy Spine, Inc. v. Medtronic Sofamor 
Danek, Inc., 567 F.3d 1314 (Fed. Cir. 
2009).

Predictability as discussed in KSR encompasses the expectation that prior art elements 
are capable of being combined, as well as the expectation that the combination would 
have worked for its intended purpose. An inference that a claimed combination would 
not have been obvious is especially strong where the prior art's teachings undermine 
the very reason being proffered as to why a person of ordinary skill would have 
combined the known elements.
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Inventive step and obviousness – summary 

- Drafting and prosecuting your application in Europe is all about defining 
the problem to be solved.

- In the US, since many inventions consist of “combinations of known 
elements”, you need to address why it was not predictable to combine 
these elements, why combining them did not yield predictable results or 
why there was no reasonable expectation to succeed.

- I often find that obviousness in the USA depends on demonstrating 
synergy, i.e. unpredictable results, at least for chemical/pharmaceutical 
inventions.

- This raises a complete different question: Is your showing of synergy 
“commensurate in scope” with the claimed invention!

- It is therefore best to try to avoid the synergy discussion, if possible, but 
often it is not possible to avoid.

- Experiments to demonstrate synergy should be started as early as
possible.
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Double patenting is prohibited – or maybe not…

- The Guidelines, 2005 version, stated:

“The EPC does not deal explicitly with the case of co-pending European 
applications of the same effective date. However, it is an accepted 
principle in most patent systems that two patents cannot be granted to 
the same applicant for one invention”.

- In case the claims of a pending application were considered to concern 
the same invention as the claims of a co-pending application from the 
same applicant, the applicant would either be asked to give up one of 
the applications or to amend the claims so that they no longer claimed 
the same invention.

- This was applied for two applications with the same priority date.
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T 587/98

- The Guidelines had kept these instructions despite T 587/98 having been 
published in the Official Journal in 2000.

- T 587/98 came to the conclusion that the EPC does not contain any 
implicit or explicit provision prohibiting the grant in a divisional 
application of a claim to A (implicitly with or without B), even if the 
parent patent contains a claim to AB (A with B).

- T 587/98 also stated that Article 125 EPC does not provide the legal 
basis for prohibiting double patenting, even though this is what the 
Guidelines seem to indicate.

- Article 125 EPC:

In the absence of procedural provisions in this Convention, the European 
Patent Office shall take into account the principles of procedural law 
generally recognised in the Contracting States.
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G 1/06

- Reason 13.4:

The Board accepts that the principle of prohibition of double patenting 
exists on the basis that an applicant has no legitimate interest in 
proceedings leading to the grant of a second patent for the same
subject-matter if he already possesses one granted patent therefor.

- It was however not stated what was meant by “the same subject-
matter”.
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T 307/03

- So everything was good as long as you didn’t have identical claims in 
two separate applications with the same priority/filing date…

- Oral proceedings in T 307/03 were held on 3 July 2007, the decision to 
dismiss the appeal was given orally the same day, and the minutes were 
sent one week later.

- The written decision was not sent until 5 March 2009! It was published in 
the OJ in July 2009.

- The decision of the Administrative Council to amend Rule 36 was taken 
on 25 March 2009…
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T 307/03

- So what did the Board spend its time on…?

- Creating a big stir in the European Patent Attorney community!

- Legal basis for prohibiting double patenting was found by the Board in 
Article 60 EPC!

- Article 60 EPC (Right to a European patent):

(1) The right to a European patent shall belong to the inventor or his 
successor in title.
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T 307/03

- The Board interpreted Article 60(1) EPC to mean that once a patent has 
been granted to the inventor for the subject-matter in question, the 
”right to patent” has been exhausted.

- Since the Board did not rely on Article 125 EPC, it did not see any 
problem in disagreeing with T 587/98 (even though it did see fit to quote 
the prohibition in the UK patents act 1977 against double patenting).
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T 307/03

- Reason 5.3:

This Board considers that the double patenting objection can be raised 
where subject-matter of the granted claim is encompassed by the 
subject-matter of the claim later put forward. The Board cannot regard 
the extent of double patenting here as something that can be ignored as 
de minimis, given that the subject-matter which would be double 
patented is stated to be the preferred way of carrying out the invention 
of the present application.

- Or in the language of T 587/98:

A with B in the parent patent and A (implicitly with or without B) in the 
divisional application means double patenting.
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T 1423/07

- Pending application had claims identical to the claims of an already 
granted patent, which originated in the priority-founding application.

- Reason 2.3:

Article 60 EPC does not serve as legal basis for prohibiting double 
patenting.

- The Board stated the obvious:

Article 60 EPC is integrated into Chapter II of Part II of the EPC, which 
concerns "Persons entitled to apply for and obtain a European 
patent - Mention of the inventor", and it is the purpose of Article 60 
EPC to define to whom the right to a European patent belongs.
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T 1423/07

- The Board further concluded that the principle of refusing a pending
application due to double patenting in view of a granted patent only 
existed in three Contracting States and that Article 125 EPC therefore did 
not serve to prohibit double patenting (in agreement with T 587/98).

- In the concrete case, it was argued that due to the fact that the patent 
term is calculated from the filing date and not the priority date, the 
applicant had legitimate interest in the grant of the second patent. It 
was therefore also found that the decision was not in conflict with G 
1/06.
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T 1423/07

- The application had been assigned from Boehringer Ingelheim Pharma 
GmbH to Boehringer Ingelheim Vetmedica GmbH, whereas the patent 
based on the priority application remained with BI Pharma GmbH.

- The Board stated that since it was no longer the same applicant, there 
could be no double patenting!
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Double patenting – Summary 

- If T 307/03 had not been published in the Official Journal, it would 
probably have led a very quiet existence.

- According to “a reliable source”, examiners tend not to follow any of the 
two decisions. However, if you are in appeal proceedings, it probably 
depends on which Board you get (T 307/03: Board 3.3.07; T 1423/07: 
Board 3.3.02)

- If T 1423/07 is followed, double patenting has practically ceased to be a 
problem for applicants, especially if you have the possibility to assign the 
application to a subsidiary.

- As long as you have a “legitimate interest” in obtaining a patent, you 
should be fine.

- It would be nice if the Enlarged Board of Appeal would give an opinion 
on double patenting. However, the chairman from Board 3.3.07 is also a 
member of the Enlarged Board!
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Divisional applications

- G 1/09 has clarified that a “pending application” under Rule 36(1) could 
also be an application refused by the Examining Division as long as the 
appeal period has not yet expired.

- That way you can avoid filing divisional applications the day before oral 
proceedings before the Examining Division. 

- However, with the introduction of Rule 36(2) EPC it is no longer as 
relevant as it was when the referral to the Enlarged Board was made.

- The decisions on double patenting influence the subject-matter that may 
be claimed in a divisional application.
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Congratulations, you got a patent – now what?

- Post-grant considerations of the patentee.

- If, where and when to enforce the patent.

- Should I file third party observations, an opposition or do nothing at all 
with a potentially blocking patent?

- What about national nullity actions?
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Post-grant considerations of the patentee

- Does my patent need to be (objectively) valid to be enforced (e.g. 
getting a preliminary injunction – ”medidas cautelares”)?

- Not necessarily. This applies whether an EPO opposition has been filed or 
not.

- The answer also depends on the country where you try to enforce the 
patent.

50



Case story – Atorvastatin 

- The patent claimed the hemicalcium salt of atorvastatin enantiomer.

- Atorvastatin racemate and salts thereof were known from the closest 
prior art.

- Further prior art discussed that calcium salts of pharmaceuticals are very 
common.

- No opposition had been filed against the patent.

- Objectively, in my opinion, this was not a valid patent. The courts in 
England, Germany and Holland agreed with this.

- However, an Article 25 opinion from the EPO came to the opposite
conclusion.

- Therefore, the patent was found valid by the Danish courts. I believe the 
Article 25 opinion also had a big impact on the Spanish court 
proceedings.
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Case story – Esomeprazole 

- The patent covers the magnesium salt of (-)-omeprazole with an optical
purity (enantiomeric excess) of 99.8% or more.

- The closest prior art discloses (-)-omeprazole and ”salts thereof”. 
Another prior art document discloses that the magnesium salt of racemic 
omeprazole is a preferred salt.

- Objectively, in my opinion, this patent is not valid for lack of inventive 
step.

- Thirteen oppositions have been filed against this patent at the EPO!

- During examination, some of the opponents already filed third party 
observations under Article 115 EPC.
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Esomeprazole (cont.)

- The patentee has enforced the patent aggressively, even though there is 
an opposition pending at the EPO, obtaining injunctions based on this 
patent in at least Italy and Denmark.

- In Italy, the injunctions were granted ex parte based on generic 
companies seeking marketing authorisation (no generic product reached 
the market).

- In Denmark, the patentee argued that most of the arguments against 
inventive step had already been put forward in the third party 
observations and that the EPO had still chosen to grant the patent.

- In addition, a Danish court has never denied an injunction because of 
lack of inventive step!
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Where to enforce your patent

- As seen in the two pharmaceutical cases, if the product is important 
enough, the patent will be enforced everywhere.

- Otherwise, an often used tactic is to first try to enforce the patent in the 
country where the alleged infringing product is produced.

- If this is not possible, e.g. in India, it is an often used tactic to start 
litigation first in countries known to be more friendly towards patentees, 
hoping that a positive result there will influence courts in other 
countries.

- Forum shopping inside a country is also an often used tactic. The 
patentee in the esomeprazole case filed for an injunction against a 
pharmacy in Trieste, an Italian court venue which does not hear many 
patent cases, to make it easier to obtain a preliminary injunction (and 
succeeded).
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When to enforce your patent

- In many cases it is difficult to enforce the patent until an infringing 
product has been marketed. However, different means for seizure exist 
in various European countries with the implementation of the 
Enforcement Directive.

- Especially pharmaceutical companies have attempted to base injunctions 
on marketing authorisations alone. In Italy, this has been successful in 
some cases, also for esomeprazole.

- In some cases, pharmaceutical companies have tried to interfere in the 
approval process of generic competitors. This was criticized in the Sector 
Inquiry.

- In order to get an injunction, you have to demonstrate “urgency” in 
many countries.

- A lack of “urgency” may be found because of a delay in filing the suit for 
preliminary injunction (Germany is a good example).
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Summary

- Even if your patent is not “a 100% valid”, obtaining a patent will 
potentially give you several years where your patent can be enforced 
while awaiting the outcome of opposition proceedings.

- Even if you loose the opposition, an appeal will have suspensive effect. 
But the presumption of validity is most likely also gone.

- Forum shopping can give you advantages.
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Freedom to operate

- A potentially blocking patent/application can be dealt with in various 
ways: Third party observations (during examination or 
opposition/appeal), opposition, or national nullity/invalidity proceedings.

- Third party observations:
The most inexpensive option, but there is a real risk that your comments 
will largely be ignored (since you are not party to the proceedings). It 
may even damage your case in national proceedings if the court is 
convinced that the EPO has actually considered your argumentation but 
found it unpersuasive.
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Freedom to operate

- Oppositions:
More expensive than third party observations, but you become party to 
the proceedings. If you are unsuccessful, you create a (even) stronger 
presumption of validity of the European patent.

- National nullity:
The most expensive option, involving lawyers and (still) country by 
country. Advantage is that the final decision may be reached faster than 
if you oppose first.
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Summary

- G 2/08: “Small inventions” are ok as long as they are novel and 
inventive.

- Description/support: Be careful not to draft “reach-through” claims.

- Inventive step: The description must make it “plausible” that the 
technical problem has been solved.

- But what about reformulated problems? Not entirely clear to me.

- Obviousness in the USA is problematic and often causes (at least for me) 
a lot more problems than in Europe.

- Double patenting: uncertain legal situation. Hopefully, the Enlarged 
Board of Appeal will be involved at some point.

- Enforcing a patent: Several “tricks” are available even if the validity is 
questionable.
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